* 




United Staffs Patent and Trademark Office 



UNITKD STATES DEPARTMENT W^™ tKCK 
, . ltl . rt state* Patent and Trademark Office 
U , : cSHSlSSlONER OF PATENTS AND TRADEMARKS 
Washington. D.C. 20231 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



| ATTORNEY DOCKET NO. | CONFIRMATION NO. | 



10/002,138 



12/05/2001 



Josho Kashiwame 



216855US0CONT 



3309 



22850 7590 01/24/2003 

OBLON, SPIVAK, MCCLELLAND, MAIER & NEUSTADT, P.C [ 
1940 DUKE STREET 
ALEXANDRIA, VA 22314 



EXAMINER 



GORR, RACHEL F 



ART UNIT 



PAPER NUMBER 



1711 

DATE MAILED: 01/24/2003 



Please find below 



and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

10/002,138 



Examiner 

Rachel Gorr 



Applicants 

KASHIWAME. JOSHO 



— r 



The MAILING DATE of this commun.cation appears on the cover sheet w ith the correspondence address - 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION be fi , ed 

. Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no evem, now 

after SIX (6) MONTHS from the mailing date of this communication. „,_,„,„„ minimum of thirty (30) days will be consideied nmely 

. S "he period for reply specified above is less than thirty (30) da ys a reply ^^^™ n ^^Sffr^ S , ff o^ the mailing date o. .his commune,,,,,, 
. ,f NO period for reply is specified above the '^^^^^^^^ to become ABANDONED (35 U.S.C § 133, 

: ™ u ;a°^ 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)Q Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)H This action is non-final. 

3) D Since this application is in condition for allowance except : for forrna. matters prosecuUor , as to the merits ,s 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 u.^. ^m. 
Disposition of Claims 

4) [3 Claim(s) HI is/are pe ndin 9 in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) Ml is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 
1 i)D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examtnet 

If approved, corrected drawings are required in reply to this Office action 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) K Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)ia All b)D Some*c)n None of: 

1 Certified copies of the priority documents have been received . 

2 □ Certified copies of the priority documents have been received in Application No. 



Art Unit 

1711 



3D Copies of the certified copies of the priority documents have been received in this Nationa, Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been rece^ 

1 5) D Acknowledgment is made of a claim for domestic pnonty under 35 U.S.C. §§ 120 and/or 1 21 

Attachment(s) 

4) Q interview Summary (PTO-41 3) Paper Nots) 

5) □ Notice of Informal Patent Application ( PTO- 152) 

6) □ Other: 




Part of Paper No 1 
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1. Claims 12 and 13 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 12 and 13 are ^fusing because they should be stating properties of 
the polymer made from the cured oligomer. It's not possible for the oligomer to have 
tensile and elongation properties. Claim 12 is confusing because no units are stated for 
the tensile strength. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States 
before the invention by the applicant for patent, except that an international applicat.on filed under the 
treaty defined in section 351(a) shall have the effect under this subsection of a national application 
published under section 122(b) only if the international application designating the United States was 
published under Article 21 (2)(a) of such treaty in the English language, or 

(2) a patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that a patent shall not be deemed filed in the United 
States for the purposes of this subsection based on the filing of an international application filed under 
the treaty defined in section 351(a). 

3. Claims 1-13 are rejected under 35 U.S.C. 102(e) as being anticipated by 

Leach. 

Leach discloses urethane (meth)acrylate oligomers made by reacting polyols 
with low amonts of unsaturation (see examples) with polyisocyanates and hydroxylated 
(meth)acrylate (col. 5, lines 25-26). At the bottom of col. 1 , he discloses using Acclaim 
polyether polyols, which are made in the presence of a double metal cyanide catalyst 
The examples show the same tensile and elongation properties as specified in the 
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claims. The viscosity would be inherent because the oligomers of Leach are the same 

as those of the claims. 

4. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Rachel Gorr whose telephone number is (703) 308- 
3608. The examiner can normally be reached on Mon.. Tues., Thurs.. Fri.. from 7:00- 
5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jim Seidleck can be reached on (703) 308-2462. The fax 
phone numbers for the organization where this application or proceeding is assigned 
are (703) 872-9310 for regular communications and (703) 872-931 1 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. 



R/.G. 

January 21, 2003 




RACHEL G0RK 
PRIMARY EXAMINER 



